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1 . This action is responsive to the amendment and remarks filed on October 25, 2007. 

2. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR LI 14. Applicant's submission filed on 10/25/2007 has been entered: 

3. Claims 1 1-37 are presented for examination and claims 1-10 are canceled. 

4. The text of those sections of Title 35, U.S. code not included in this office action can be 
found in a prior office action. 

Claim Rejections - 35 USC 112 

5. Claims 33 and 37 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. The specification does not disclose "processing element". 



6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 33 and 37 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

a. Claim language in the following claims is not clearly understood: 

i. As per claims 33 and 37, line 2, the scope and metes and bounds are 
indefinite. Since the phrase "configured to " is not a requirement that it is 
performed, therefore it renders limitations after the phrase "configured to" to be 
moot. 

Claim Rejections - 35 USC 101 

7. Claims 33 and 37 are rejected under 35 U.S.C. 101 because "An apparatus comprising 
server comprising a processing element" (i.e. software) does not include any functional structure 
of an apparatus (i.e. hardware structures). An apparatus comprising software is considered as 
program per se, which is not one of the categories of statutory subject matter. 



Claim Rejections - 35 USC 103 
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8. Claims 11-37 are rejected under 35 U.S.C. 103(a) as being unpatentable Dusse et al, U.S. 
Patent 6,647,260 (hereinafter Dusse) in view of Routtenberg et al, U.S. Patent Application 
Publication 2002/00497 1 7 (Routtenberg). 

9. Dusse and Routtenberg were cited in the previous office action. 

10. As to claims 11,31, and 36, Dusse discloses the invention substantially as claimed 
including a method for downloading media content sent over a communication system to a 
mobile station (Fig. 1., and abstract), the method comprising: 

requesting media content by sending message with a header including a mobile 
identification number from said mobile station (provisioning request, and device identification 
information, col. 5, lines 6-10,15-16); receiving a message with said media content (content and 
related notifications, col. 7, lines 32-34, 60-62), a reply Universal Resource Locator (URL) 
identifying a server and a transaction identification at said mobile station (col. 7, lines 35-38); 
temporarily saving the media content within said mobile station and previewing at least a portion 
of the media on the mobile station (terms conditions and related information are pushed to the 
mobile station, hence, temporarily stored, until it is previewed and accepted, col. 8, lines 35-47), 
the previewed portion of said media content comprising a portion of said media content 
specifically requested (content and related notifications combined are considered as "media 
content" specifically requested, and related notifications are the portion being previewed, col. 7, 
lines 42-62; col. 8, lines 33-38); sending a primitive with the mobile identification number to the 
server identified by the URL from said mobile station (col. 6, lines 55-58; and col. 7, lines 35- 
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40); and permanently saving the media content within the mobile station only when permission 
to save has been received (col. 7, lines 32-40; col. 8, lines 41-45). 

1 1 . Dusse does not teach specifically teach the previewed portion of said media content 
comprising a specifically requested portion of the media content. Routtenberg teaches a similar 
invention for downloading media content sent over a communication system to a mobile station 
(Fig. 2., and abstract), comprising: 

requesting media content by sending a message from said mobile station ([0040]); 

receiving a message with said media content at said mobile station ([0040]); 

temporarily saving said media content within said mobile station ([0040]) (save for 
limited access); 

previewing at least a portion of said media content on said mobile station, the previewed 
portion of said media content comprising a specifically requested portion of said media content 
([0040])(reviewing the selected files); 

sending a primitive from said mobile station to said server ([0042]) (communicates the 
finalize of the purchase to server); 

receiving, at the mobile station, permission to save said media content in response to 
receipt of the primitive at said server ([0042]) and 

permanently saving said media content within said mobile station only when permission 
to save has been received from said server ([0042], [0048]) (when the server communicates the 
successful in billing the user for the purchased content files, the player permanently write (save) 
the content files). 



Application/Control Number: 

09/746,270 

Art Unit: 2152 



Page 6 



12. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Dusse and Routtenberg because Routtenberg' s teaching of 
previewing at least a portion of said media content on said mobile station, the previewed portion 
of said media content comprising a specifically requested portion of said media content would 
increase the customer satisfaction in Dusse 5 s system by allowing selected downloaded content 
file to be reviewed prior to purchase of the selected download content. 

13. Dusse and Routtenberg do not explicitly disclose a reply URL identifying a server and 
transaction identification as part of the received message. However, Dusse discloses that the 
content forwarded to the mobile station included information required to communicate with 
limited access commercial services devices (col. 7, lines 32-41). It would have been obvious to 
one skilled in the art at the time of the invention that such information would include a URL for 
"say" a billing service, as well as transaction identification in order to facilitate billing charges 
for accounting purposes. 

14. As to claims 12 and 32, Dusse and Routtenberg teach the invention substantially as 
claimed in claims 1 1 and 31 above. Dusse further disclose said message with said media 
content, said reply URL and said transaction identification conforms to a Multimedia Internet 
Mail Extension (MIME) format (col. 7, lines 32-36; and col. 8, lines 38-40). 
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15. As to claims 13 and 14, Dusse and Routtenberg teach the invention substantially as 
claimed in claim 1 1 above. Dusse further disclose sending a message from said mobile station to 
said server to update a usage record employing said reply URI, when said mobile station uses 
said media content (col. 5, lines 15-21; col. 6, lines 55-57; col. 7, lines 63-67; and col. 8, lines 
1- 4). It would have been obvious to one skilled in the art at the time of the invention that this 
billing activity should lead to user receiving a bill indicating use of said media content by said 
mobile station. 

16. As to claim 15, Dusse and Routtenberg teach the invention substantially as claimed in 
claim 1 1 above. Dusse further disclose the communication system includes a secure connection 
between said mobile station and said server (col. 8, lines 5-12). 

17. As to claims 16, 33, 34, and 35, the claim is rejected for the same reasons as claims 11-14 
above. In addition, Dusse discloses a method of downloading media content to a mobile station 
(Fig. 1; and abstract), comprising: requesting "a ring tune deck" from a media server by entering 
a Universal Resource Locator (URL) thereof (col. 3, lines 28-30; and col. 5, lines 12-14); 
providing a media deck corresponding to said ring tune deck to said mobile station" selecting a 
category from said media deck, providing specific links to ring tuned based on said category 
selected from said media deck, and selecting a ring tune from said specific links to said ring 
tunes (providing a menu and selecting a menu item out of another menu items is known in the 
art, e.g. col. 5, lines 40-65; and Fig. 2); generating a transaction number based on selecting "said 
ring tune" (content may include information to communicate with commercial server devices for 
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billing, i.e. transaction information, col 7, lines 35-40) and sending a file that conforms to a 
Multimedia Internet Mail Extension (MIME) format with "a ring tune" (col. 7, lines 32-36; and 
col. 8, lines 38-40) and a reply URL (content may include information to communicate with 
commercial server devices col. 7, lines 35-38) to said mobile station (col. 8, lines 34-40); 
verifying a format of said file and temporarily storing said file within said mobile station (terms, 
conditions and related information are pushed to the mobile station, hence, temporarily stored, 
until it is previewed and accepted, col. 8, lines 35-47); generating a primitive including a mobile 
identification number of the mobile station, the primitive being generated using said reply URL 
(col. 5, lines 6-27; col. 6, lines 55-58; and col. 7, lines 35-40) upon acceptance of said file and 
sending an acceptance message to said media server (col. 8, lines 41-51); creating a usage record 
from said acceptance message (col. 5, lines 15-21; col. 6, lines 55-57; col. 7, lines 63-67; and 
col. 8, lines 1-4); transmitting a confirmation reply message to said mobile station (776, Fig. 
7C); permanently storing said file within said mobile station only when permission to save has 
been received(col. 7, lines 32-40; col. 8, lines 41-45), and reporting and updating said usage 
record upon use of "said ring tune" employing said reply URL ( col. 7, line 63 to col. 8, line 4). 

18. Dusse does not teach specifically teach previewing at least a portion of said file on said 
mobile station, the previewed portion of said file being a specifically requested portion of said 
file. Routtenberg teaches a similar invention for downloading media content sent over a 
communication system to a mobile station (Fig. 2., and abstract), comprising: 

previewing at least a portion of said file on said mobile station, the previewed portion of 
said file being a specifically requested portion of said file ([0040])(reviewing the selected files); 
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generating a primitive including a mobile identification number of the mobile station, the 
primitive being generated upon acceptance of said file and sending an acceptance message to 
said media server ([0042]) (communicates the finalize of the purchase to server); 

transmitting a confirmation reply message (successful in billing user) to said mobile 
station in response to receipt of the primitive at the media server ([0042]); 

and 

permanently storing said file within said mobile station only when permission to save 
has been received from the media server ([0042], [0048]) (when the server communicates the 
successful in billing the user for the purchased content files, the player permanently write (save) 
the content files). 

19. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Dusse and Routtenberg because Routtenberg' s teaching of 
previewing at least a portion of said file on said mobile station, the previewed portion of said file 
being a specifically requested portion of said file would increase the customer satisfaction in 
Dusse's system by allowing selected downloaded content file to be reviewed prior to purchase of 
the selected download content. 

20. Dusse and Routtenberg do not explicitly disclose downloading a ring tune deck to select a 
ring tune. However, Dusse discloses downloading other service features such as provisioning 
services to the mobile station. It would have been obvious to one skilled in the art at the time of 
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the invention that Dusse's method and system can be utilized to use a service server to download 
any type of service requested by a user including a ring tune deck for the selection of a ring tune. 

21. As to claims 17-19, Dusse and Routtenberg teach the invention substantially as claimed 
in claim 16 above. Dusse further disclose said URL is selected from a pre-stored list of URLS, 
viewing a plurality of URLS on a special menu of a display of said mobile station, and pressing a 
selected URL on a special menu of a display of said mobile station to invoke a browser thereof 
(col. 5, lines 50-65). 

22. As to claim 20, Dusse and Routtenberg teach the invention substantially as claimed in 
claim 16 above. Dusse further disclose the request includes a header with a mobile identification 
number of said mobile station (provisioning request, and device identification information, col. 
5, lines 6-10,15-16). 

23. As to claim 21, Dusse and Routtenberg teach the invention substantially as claimed in 
claim 16 above. Dusse further disclose a carrier network routes said request to said media server 
through an Internet via a wireless application protocol gateway (Fig. 1 ; and col. 4, lines 27-43). 

24. As to claim 22, Dusse and Routtenberg teach the invention substantially as claimed in 
claim 16 above. Dusse further disclose said specific link to said ring tunes is shown on a 
display of said mobile station (col. 5, lines 40-65; and Fig. 2). 



Application/Control Number: Page 1 1 

09/746,270 

Art Unit: 2152 

25. As to claim 23, Dusse and Routtenberg teach the invention substantially as claimed in 
claim 1 above. Dusse further disclose selecting said ring tune is performed by scrolling through 
said specific links to ring tunes using a scroll key and soft keys or depressing a key of said 
mobile station (col. 5, lines 40-65; and Fig. 2). 

26. As to claim 24, Dusse and Routtenberg teach the invention substantially as claimed in 
claim 16 above. Dusse further disclose the reply URL is programmably generated by said media 
server (content may include information to communicate with commercial server devices, col. 7, 
lines 35-38). 

27. As to claim 25, Dusse and Routtenberg teach the invention substantially as claimed in 
claim 16 above. Dusse further disclose generating a database record associated with said 
transaction number (col. 7, line 63 to col. 8, line 4). 

28. As to claim 26, Dusse and Routtenberg teach the invention substantially as claimed in 
claim 16 above. Dusse further disclose said file further includes said transaction number and a 
label tag (content may include information to communicate with commercial server devices col. 
7, lines 35-38). 

29. As to claim 27, Dusse and Routtenberg teach the invention substantially as claimed in 
claim 16 above. Dusse further disclose discarding said file, or accepting said file following said 
act of verifying (col. 8, lines 34-45). As Dusse does not disclose downloading "a ring tune", he 
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obviously does not disclose listening to said ring tune. However, approval by the user prior to 
implementation (col. 8, line 38) amount to previewing before acceptance for the pushed 
information, so if this information is audio information, then obviously "listening" is previewing. 

30. As to claim 28, Dusse and Routtenberg teach the invention substantially as claimed in 
claim 16 above. Dusse further disclose storing said usage record on a transaction server (col. 7, 
line 63 to col. 8, line 4). 

31. As to claim 29, Dusse and Routtenberg teach the invention substantially as claimed in 
claim 16 above. Dusse and Routtenberg do not necessarily disclose providing a credit based on 
selecting "said ring tune" or any service feature. However, it would have been obvious to one 
skilled in the art at the time of the invention that many of billing policies may be implemented in 
the billing server, obviously including providing a credit based on selecting a specific service 
feature. 

32. As to claim 30, Dusse and Routtenberg teach the invention substantially as claimed in 
claim 16 above. Dusse further disclose updating a bill for said mobile station based upon said 
usage record (col. 7, line 63 to col. 8, line 4). 

33. As per claim 37, Dusse teaches the invention substantially as claimed comprising a 
processing element configured to: 
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receive a request from a mobile station for media content by receiving a message with a 
header including a mobile identification number from the mobile station (provisioning request, 
and device identification information, col. 5, lines 6-10,15-16); 

provide, to the mobile station, a message with the media content (content and related 
notifications, col. 7, lines 32-34, 60-62), a reply Universal Resource Locator (URL) identifying 
the server, and a transaction identification (col. 7, lines 35-38); 

receive a primitive including the mobile identification number and a reply URL 
indicating acceptance of the media content by the mobile station following a previewing of a 
portion of the media content at the mobile station(content and related notifications combined are 
considered as "media content" specifically requested, and related notifications are the portion 
being previewed, col. 7, lines 42-62; col. 8, lines 33-38); 

create a usage record from the received primitive indicating acceptance of the media 
content (col. 5, lines 15-21; col. 6, lines 55-57; col. 7, lines 63-67; and col. 8, lines 1-4); and 

transmit a confirmation reply message (776, Fig. 7C) to thereby grant permission for the 
mobile station to permanently store the media content within the mobile station (col. 7, lines 32- 
40; col. 8, lines 41-45). 

34. Dusse does not teach previewing of a specifically requested portion of the media content 
at the mobile station. Routtenberg teaches a similar invention comprising processing element 
configured to: 

receive a request from a mobile station for media content ([0040]); 
provide, to the mobile station, a message with the media content (0040]); 
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receive a primitive indicating acceptance of the media content by the mobile station 
following a previewing of a specifically requested portion of the media content at the mobile 
station ([0042]) (communicates the finalize of the purchase to server); 

create a usage record from the received primitive indication acceptance of the media 
content ([0042]) (e.g., record of billing a user); and 

transmit a confirmation reply message to the mobile station to thereby grant permission 
for the mobile station to permanently store the media content within the mobile station ([0042], 
[0048]) (when the server communicates the successful in billing the user for the purchased 
content files, the player permanently write (save) the content files). 

35. It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to combine the teachings of Dusse and Routtenberg because Routtenberg 5 s teaching of 
previewing at least a portion of said media content on said mobile station, the previewed portion 
of said media content comprising a specifically requested portion of said media content would 
increase the customer satisfaction in Dusse 's system by allowing selected downloaded content 
file to be reviewed prior to purchase of the selected download content. 

36. Dusse and Routtenberg do not explicitly disclose a reply URL identifying a server and 
transaction identification as part of the received message. However, Dusse discloses that the 
content forwarded to the mobile station included information required to communicate with 
limited access commercial services devices (col 7, lines 32-41). It would have been obvious to 
one skilled in the art at the time of the invention that such information would include a URL for 
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"say" a billing service, as well as transaction identification in order to facilitate billing charges 
for accounting purposes. 

37. Applicant's arguments with respect to claims 11-37, filed 10/25/07, have been fully 
considered but they are not persuasive. 

38. In the remarks, applicant argued that: 

(1) Claims 33 and 37 are directed to statutory subject matter because a 
server device includes a processor configured to perform various 
functions. 

(2) Applicant has inherently disclosed a processing element because a 
processor and circuitry of a computer are inherent structural characteristics 
of the server. 

(3) Both Routtenberg and Dusse fail, either individually or in 
combination, to teach previewing at least a portion of the media content on 
the mobile station in which the previewed portion of the media content 
comprises a specifically requested portion of the media content. 

(4) Both Routtenberg and Dusse, either individually or in combination, 
fail to teach permanently saving the media content within the mobile 
station only when permission to save has been received from the server. 
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(5) The combination of Dusse and Routtenberg fails to teach sending 
or receiving a primitive with the mobile identification number of the 
mobile station. 

(6) The combination of Dusse and Routtenberg fail to teach receiving, 
at the mobile station, permission to save said media content in response to 
receipt of the primitive at said server. 

39. In response to points (1) and (2), on page 10 of the remarks filed on 10/25/2007, 
applicant states: "... the claims at issue are directed to a server, which is clearly an apparatus 
having inherent characteristics and corresponding structure". Although a server may 
corresponds to "structure" in the disclosure, however, it is not automatically and inherent limited 
to hardware-inclusive embodiments. Since applicant states: "independent claims 33 and 37 are 
directed to a server device that includes a processor configured to perform various functions", 
examiner suggests to amend claims 33 and 37 to "An apparatus comprising a server comprising a 
processor to:" to overcome the 101 and 1 12, first paragraph rejections. 

40. In response to point (3), Routtenberg teaches in response to user selections, downloading 
user selected (saving) digital content to the user content storage device ([0040]). The 
downloaded digital content is previewed on the content access device 104 for a limited time or a 
limited number of times ([0040] and [0041]). Routtenberg further teach the user content storage 
device may be a portable device or may be permanently coupled to an content access device 104. 
Since the content storage device and content access device perform the functionalities of mobile 
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station, the content storage device 106 combined with the content access device 104 is the same 
as the mobile station as claimed. Furthermore, this means Routtenberg teaches temporarily 
saving said media content (i.e., downloading the requested digital content for limited time 
preview) within the mobile station (user content storage device combined with the content access 
device) and previewing at least a portion of the media content on the mobile station (preview 
using the content access device along with the user content storage device), in which the 
previewed portion of the media content comprises a specifically requested portion of the media 
content (preview downloaded digital content in response to user selection). 

41 . In response to points (4) and (6), Routtenberg teaches content storage device 
communicates purchased, rental, rejection and non-selection information to the server ([0042]). 
The server communicates successful in billing the user for the purchased media content to the 
content storage device (i.e., receiving permission to save at the mobile station), which provide 
user with unlimited access to purchased media content ([0042]). Routtenberg further teach 
purchased media content (e.g., music track) can be permanently written to digital storage 
medium (DSM) ([0048]). As shown in figure 2, the system includes permanently writing the 
media content to a DSM interoperable with digital audio device ([0048]), which is a type of 
access content device 104 ([0036]). This means Routtenberg teaches permanently saving 
(permanently writing) the media content within the mobile station (within a DSM of a content 
access device 104 (e.g., digital audio device)) only when permission to save has been received 
from the server (communication of successful in bill user for the purchased is received from the 
server). 
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42. In response to point (5), Dusse teaches sending or receiving primitive with said mobile 
identification number (MIN). Specifically, Dusse teaches pre-stored device identification 
information are sent to the provisioning server using a previously stored uniform resource 
identifier for provisioning (col. 5, lines 6-27)(i.e., mobile identification number from mobile 
station to said server identified by said reply URL). Dusse further teach sending a notification 
(primitive) to billing center 460 (col. 6, lines 55-57). The notification must require registered 
pre-stored device identification information (received from the mobile station) using a URI in 
order to verify the device identifier for billing. This means Dusse teaches sending a primitive 
(notification) with MIN from said mobile station to said server identified by said reply URL 
(pre-stored device identification information sent from the mobile station to the provisioning 
server using the previously stored URI). In addition, Routtenberg also teach sending or receiving 
primitive with said mobile identification number (MIN). Specifically, content storage device 
communicates purchased, rental, rejection and non-selection information to the server, which, in 
turn, updates the user's profile ([0042]). This means the purchased, rental, rejection and non- 
selection information communicated through the network must required identification of the 
content storage device (i.e., mobile station) in order to be sent to the server for updating. 

43. A shortened statutory period for reply to this Office action is set to expire THREE 
MONTHS from the mailing date of this action. Any inquiry concerning this communication or 
earlier communications from the examiner should be directed to Philip C Lee whose telephone 
number is (571)272-3967. The examiner can normally be reached on 8 AM TO 5:30 PM 
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Monday to Thursday and every other Friday. If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Bunjob Jaroenchonwanit can be reached on (571) 272- 
3913. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. Information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions 
on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866-21 7- 



9197 (toll-free). 



V 



P.L. 




